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WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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2a)n This action is FINAL. 2b)H This action is non-final. 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) 1^ Claim(s) 37-65 is/are pending in the application. 
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5) 0 Claim(s) is/are allowed. 

6) n Claim(s) is/are rejected. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet{s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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DETAILED ACTION 

1. This application is a 371 of PCT/DK03/00538 filed 08/13/2003 which claims priority to 
Danish application PA 2002-01208 filed 08/14/2002 and Danish application 2002 01472 filed 
10/02/2002, 

2. Claims 37-65 are pending. 

Election/Restrictions 
Restriction is required under 35 U.S.C. 121 and 372. 

3. This application contains the following inventions or groups of inventions, which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to elect a 
single invention to which the claims must be restricted. 

Group I, Claims 37-40, 44, 56 drawn to compounds and compositions reading on n is 2, X is O, 
A is benzimidazole drawn to azabicycl[2.2.2]octane-benzimidazole-ethers. If this group is 
elected, a further election of a single disclosed species is also required. Further restriction based 
on the election may be made. 

Group II, Claims 37-40, 47, 48, 56 drawn to compounds and compositions reading on n is 2, X 
is O, -CH2-0, or -CH2-CH2-, A is isoindole-l,3-dione drawn to azabicycl[2.2.2]octane- 
isoindole-l,3-diones. If this group is elected, a fiirther election of a single disclosed species is 
also required. Further restriction based on the election may be made. 

Group in, Claims 37-40, 44, 45, 46, 56 drawn to compounds and compositions reading on n is 
2, X is O, A is pyridazine drawn to azabicycl[2.2.2]octane-pyridazine-ethers. If this group is 
elected, a further election of a single disclosed species is also required. Further restriction based 
on the election may be made. 

Group IV, Claims 37-43, 56 drawn to compounds and compositions reading on n is 2, X is O, A 
is phenyl, indenyl, naphthyl or tetrahydronaphthyl, drawn to azabicycl[2.2.2]octane- 
(phenyl/tetrahydronaphthyl/naphthyl/indenyl)-ethers. If this group is elected, a further election 
of a single disclosed species is also required. Further restriction based on the election may be 
made. 
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Group V, Claims 37-40, 44, 45, 46, 56 drawn to compounds and compositions reading on n is 2, 
X is O, A is 1,2,4-thiadiazole, drawn to azabicycl[2.2.2]octane-l,2,4-thiadiazole-ethers. If this 
group is elected, a further election of a single disclosed species is also required. Further 
restriction based on the election may be made. 

Group VI, Claims 37-40, 44, 45, 46, 56 drawn to compounds and compositions reading on n is 
2, X is O, A is thiazole, drawn to azabicycl[2.2.2]octane-thiazole-ethers. If this group is elected, 
a further election of a single disclosed species is also required. Further restriction based on the 
election may be made. 

Group Vn, Claims 37-40, 44, 47, 48, 56 drawn to compounds and compositions reading on n is 
2, X is O, A is quinoline, drawn to azabicycl[2.2.2]octane-quinoline-ethers. If this group is 
elected, a further election of a single disclosed species is also required. Further restriction based 
on the election may be made. 

Group Vni, Claims 37-40, 44, 47, 48, 56 drawn to compounds and compositions reading on n 
is 2, X is O, A is quinoxaline, drawn to a2abicycI[2.2.2]octane-quinoxaline-ethers. If this group 
is elected, a further election of a single disclosed species is also required. Further restriction 
based on the election may be made. 

Group IX, Claims 37-40, 47, 55, 56 drawn to compounds and compositions reading on n is 2, X 
is O, A is imida2o[l,2-b]pyridazine, drawn to azabicycl[2.2.2]octane-imidazo[l,2-b]pyridazine- 
ethers. If this group is elected, a further election of a single disclosed species is also required. 
Further restriction based on the election may be made. 

Group X, Claims 37-40, 44, 47, 48, 56 drawn to compounds and compositions reading on n is 2, 
X is O, A is benzothiazole or benzoisothiazole, drawn to azabicycl[2.2.2]octane- 
(benzothiazole/benzoisothiazole)-ethers. If this group is elected, a further election of a single 
disclosed species is also required. Further restriction based on the election may be made. 

Group XI, Claims 37-40, 47, 48, 56 drawn to compounds and compositions reading on n is 2, X 
is O or -CH2-0-, A is benzotriazole,. drawn to azabicycl[2.2.2]octane-benzotriazole-ethers. If 
this group is elected, a further election of a single disclosed species is also required. Further 
restriction based on the election may be made. 

Group Xn, Claims 37-40, 44, 45, 46, 56 drawn to compounds and compositions reading on n is 
2, X is O, A is thiophene, drawn to azabicycl[2.2.2]octane-thiophene-ethers. If this group is 
elected, a further election of a single disclosed species is also required. Further restriction based 
on the election may be made. 

Group XIII, Claims 37-40, 44, 47, 48, 56 drawn to compounds and compositions reading on n is 
2, X is O, A is benzoxazole, drawn to azabicycli2.2.2]oGtane-benzoxazole-ethers. If this group 
is elected, a further election of a single disclosed species is also required. Further restriction 
based on the election may be made. 
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Group XIV, Claims 37-40, 47, 56 drawn to compounds and compositions reading on n is 2, X is 
O, A is dibenzofuran, drawn to azabicycl[2.2.2]octane-dibenzofuran-ethers. If this group is 
elected, a further election of a single disclosed species is also required. Further restriction based 
on the election may be made. 

Group XV, Claims 37-40, 44-45, 47, 49-54, 56 remaining compounds not delineated in any of 
the above groups drawn to for example compounds and compositions reading on n is 2, X is O, 
A is pyrrolo[l,2-b]pyridazine, drawn to azabicycl[2.2.2]octane-pyrrolo[l,2-b]pyridazine-ethers. 
If this group is elected, a further election of a single disclosed species is also required. Further 
restriction based on the election may be made. 

Group XVI, claims 57-59, drawn to methods of treating central nervous system disorders, limited 
in scope to one of the compounds of groups I-XV. If this group is elected, a single disclosed 
species of compound as well as a single disclosed species of central nervous system disorder, is 
also required. Further restriction based on the election will be made. 

Group XVII, claims 57, 60 drawn to methods of treating diseases disorders etc. associated with 
"smooth muscle contractions", limited in scope to one of the compounds of groups I-XV. If this 
group is elected, a single disclosed species of compound as well as a single disclosed species of 
diseases disorders etc. associated with "smooth muscle contractions", is also required. Further 
restriction based on the election will be made. 

Group XVni, claims 57, 61 drawn to methods of treating disease disorder etc. is associated with 
the endocrine system, limited in scope to one of the compounds of groups I-XV, If this group is 
elected, a single disclosed species of compound as well as a single disclosed species of disease 
disorder etc. is associated with the endocrine system, is also required. Further restriction based 
on the election will be made. 

Group XIX, claims 57, 62 drawn to methods of treating neurodegenerative disorders, limited in 
scope to one of the compounds of groups I-XV. If this group is elected, a single disclosed species 
of compound as well as a single disclosed species of neurodegenerative disorders, is also 
required. Further restriction based on the election will be made. 

Group XX, claims 57, 63 drawn to methods of treating inflammatory disorders, limited in scope 
to one of the compounds of groups I-XV. If this group is elected, a single disclosed species of 
compound as well as a single disclosed species of inflammatory disorder, is also required. 
Further restriction based on the election will be made. 

Group XXI, claims 57, 64 drawn to methods of treating pain, limited in scope to one of the 
compounds of groups I-XV. If this group is elected, a single disclosed species of compound as 
well as a single disclosed species of pain, is also required. Further restriction based on the 
election will be made. 
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Group XXn, claims 57, 65 drawn to methods of treating diseases associated with withdrawl, 
limited in scope to one of the compounds of groups I-XV. If this group is elected, a single 
disclosed species of compound as well as a single disclosed species of disease associated with 
withdrawl, is also required. Further restriction based on the election will be made. 

The inventions listed as Groups I-XXII do not relate to a single general inventive concept 
under 35 USC 121 or PCTRule 13.1 because: 

PCX Rule 13,1 states that the international application shall relate to one invention only 
or to a group of inventions so linked as to form a single general inventive concept ("requirement 

of unity of invention"). 

PCX Rule 13.2 states that the unity of invention referred to in Rule 13.1 shall be fulfilled 
only when there is a technical relationship among those inventions involving one or more of the 
same or corresponding special technical features. 

Annex B, Part 1(a), indicates that the application should relate to only one invention, of 
if there is more than one invention, inclusion is permitted if they are so slinked to form a single 
general inventive concept. 

Annex B Part 1(b), indicates that "special technical features" means those technical 
features that as a whole define a contribution over the prior art. 

Annex B Part 1(c), further defines independent and dependent claims. Unity of invention 
only is concerned in relation to independent claims. Dependent claims are defined as a claim 
that contains all the features of another claim and is in the same category as the other claim. 
The category of a claim refers to the classification of claims according to subject matter e.g. 
product, process, use, apparatus, means, etc. 

Annex B Part 1(e), indicates that the permissible combinations of different categories of 
claims. Part l(e)I, states that inclusion of an independent claim for a given product, an 
independent claim for a process specially adapted for the manufacture of the said product, and an 
independent claim for a use of the said product is permissible. 

Annex B, Part 1(f), indicates the "Markush practice" of alternatives in a single claim. 
Part l(f)I, indicates the technical relationship and the same or corresponding special technical 
feature is considered to be met when (A) all alternatives have a common property or activity, and 
(B) a common structure is present or all alternatives belong to a recognized class of chemical 
compounds. Further defining (B), Annex B, Part l(f)(i-iii), the common structure must; a) 
occupy a large portion of their structure, or b) the common structure constitutes a structurally 
distinctive portion, or c) where the structures are equivalent and therefore a recognized class of 
chemical compounds, each member could be substituted for one another with the same intended 
result. That is, with a common or equivalent structure, there is an expectation relationship and 
the corresponding special technical feature result from a common (or equivalent) structure that is 
responsible for the common activity (or property). Part 1(f) iv, indicates that when all 
alternatives of a Markush grouping can be differently classified, it shall no, take alone, be 
considered justification for finding a lack of unity. Part l(Ov, indicates that 
"When dealing with alternatives, if it can be shown that at least one Markush alternative is not 
novel over the prior art, the question of unity of invention shall be reconsidered by the examiner" 

In the instant case, at least one Markush alternative is not novel because prior art by 
U.S. Patent 5,646,289 recites the compounds of the instant case (cited in the international search 
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report along with numerous other references)where many compounds such as thiadiazoles were 
produced where X is O, A is thiadiazole: 

Alternative ^n^sls of {±)-3-Chioro4-(l- 

Q 

Asolution of l^azabK7dQ[2^^]octa&-3-ol (1«2 0.0092 

mbl) k THF (25 mL) ftcat^ drojwisc wiOi l.fiM 

n-bu^Uitfaiuiziiii b£x&n& (5.9 7nL> 0,0095 mol). The soimSoA 

was cocled to -S* C. and a solulion of 3-chlQro-4- 
s etltylsulfo!i7l-l^»5*thiadi820te (1.S3 g, 0*0086 mcd) i&TEF 

(15 mL) was Addod ^:q>wise« After 15 rmi^ cockng was 

reeved aad the reaction stin^ overizig^^ 

treated with H3O (10 sxL), diluted wltii €ihsr (100 £qL), and 

extracted with IN HCl (25 MJ). The a^eoii» s6M<m was 
0 washed with ethsr^inade basic, and »txacted wi^st^ 

extracts were diied and die solve&t ev«^arcd to give crude 

(ccnapouod 12) (LOS s) ^ a farowDi^b liquid 

, thus the lack of a special technical feature is apparent. 

Inventions I-XV and XVl-XXII are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1) the process for 
using the product as claimed can be practiced with another materially different product or (2) the 
product as claimed can be used in a materially different process of using that product. See MPEP 
§ 806,05(h). In the instant case at least the method of treating cardiovascular disease can be 
practiced with surgery. 

The examiner has required restriction between product and process claims. Where 
applicant elects claims directed to the product, and a product claim is subsequently found 
allowable, withdrawn process claims that depend from or otherwise include all the limitations of 
the allowable product claim will be rejoined in accordance with the provisions of MPEP § 
821.04. Process claims that depend from or otherwise include all the limitations of the 
patentable product will be entered as a matter of right if the amendment is presented prior to 
final rejection or allowance, whichever is earlier. Amendments submitted after final rejection 
are governed by 37 CFR 1.1 16; amendments submitted after allowance are governed by 37 CFR 
1.312. 

In the event of rejoinder, the requirement for restriction between the product claims and 
the rejoined process claims will be withdrawn and the rejoined process claims will be fully 
examined for patentability in accordance with 37 CFR 1.104. Thus, to be allowable, the 
rejoined claims must meet all criteria for patentability including the requirements of 35 U.S.C. 
101, 102, 103 and 112. Until an elected product claim is found allowable, an otherwise proper 
restriction requirement between product claims and process claims may be maintained. 
Withdrawn process claims that are not commensurate in scope with an allowed product claim 
will not be rejoined. See "Guidance on Treatment of Product and Process Claims in light of In re 
Ochiai; In re Brouwer and 35 U.S.C.§ 103(b)," 1 184 O.G. 86 (March 26, 1996). 

Additionally, in order to retain the right to rejoinder in accordance with the above policy, 
applicant is advised that the process claims should be amended during prosecution either to 
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maintain dependency on the product claims or to otherwise include all the limitations of the 
product claims. Failure to do so may result in a loss of the right to rejoinder. 

Further, note that the prohibition against double patenting rejections of 35 U.S.C. 121 
does not apply where the restriction requirement is withdrawn by the examiner before the patent 
issues. See MPEP § 804.01. Filing of appropriate terminal disclaimer in anticipation of a 
rejoinder may speed prosecution and the process of rejoinder. 

Applicant is advised that the reply to this requirement to be complete must include (i) an 
election of a species and an invention to be examined even though the requirement be traversed 
(37 CFR 1.143) and (ii) identification of the claims encompassing the elected invention. 

The election of an invention or species may be made with or without traverse. To reserve 
a right to petition, the election must be made with traverse. If the reply does not distinctly and 
specifically point out supposed errors in the restriction requirement, the election shall be treated 
as an election without traverse. 

Should applicant traverse on the ground that the inventions or species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record showing the 
inventions or species to be obvious variants or clearly admit on the record that this is the case. In 
either instance, if the examiner finds one of the inventions unpatentable over the prior art, the 
evidence or admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one. or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 

Conclusion 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David K. O'Dell whose telephone number is (571) 272-9071. 
The examiner can normally be reached on Mon-Fri 7:30 A.M.-5:00 P.M EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's Primary 
examiner, Rita Desai can be reached on (571)272-0684. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



D.K.O. 




